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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS 
WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period v^ll apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent temri adjustment. See 37 CFR 1 .704(b). 

Status 

1)Kl Responsive to communication(s) filed on . ^ 
2a)n This action is FINAL. 2b)|3 This action is non-final. 

3) n Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Clainns 

4) H Claim(s) is/are pending in the application. 

4a) Of the above claimfs) ^" ^ is/are withdrawn from consideration. 

5) n Claim(s) is/ar^allci^d. ^ ^ 

6) Kl Claim(s) is)are^rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 
2.n Certified copies of the priority documents have been received in Application No. 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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1 ) M Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) 3 Information Disclosure Statement(s) (Pp)/SB/08) 5) Q Notice of Informal Patent Application 

^e r N e (a)< HVIail Date 3- .iB-^C> 5 6) □ Other: . 
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In view of the fact that the present case is a 371 application, the prior restriction 
requirement is clarified and replaced by the following Lack of Unity requirement. 
Restriction is required under USC 121 and 372. 

This application contains the following inventions which are not so linked as to 
form a single inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicants are required, in response to this 
action, to elect a single invention to which the claims must be restricted. 

Group I, claims 1-7 and 24-33 drawn to articles. 

Group II, claims 8-17 drawn to methods of making articles. 

Group III, claims 18-23 drawn to systems for making articles. 

The inventions listed as Groups l-lll do not relate to a single general Inventive 
concept under PCT Rule13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding features for the following reasons: Where a group of inventions is 
claimed in an application, the requirement of unity of invention shall be fulfilled only 
when there is a special technical relationship among those inventions involving one or 
more of the same corresponding technical features which define a contribution over the 
prior art. See 37 CFR 1 .475. The special technical feature of the present invention - a 
donor web having information indicia ink-jetted onto thermal transfer material - does not 
define a contribution over the prior art, as is revealed by either of Japanese Patents 63- 
278889 or 02-20379 in view of any of US Patents 5,501 ,902, 5,798,179, or 6,582,803 
(see the following action for a detailed discussion of the teachings of these patents). 
Consequently, a lack of unity exists. See 37 CFR 1 ..475 and MPEP^1850. 
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In view of the fact that applicants have already elected the invention of claims 1-7 
and 24-33, these claims will be given an action on the merits in this application. 

2. Claims 1-7 and 24-33 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over either of Morikawa (JP 63-278889) or Kanzaki et al. (JP 02-20379) in view of any 
of Kronzer '902 (USP 5,501 ,902), Kronzer '179 (USP 5,798,179) or Cole et al. (USP 
6,582,803). 

The primary references teach thermal donor webs having a substrate, a layer of 
transferable thermal material and detection marks for determining the location of the 
printing material on the webs. The secondary references teach that Inkjet indicia are 
conventionally applied to themial donor webs. Use of the secondary references' ink jet 
indicia as the generically disclose indicia of the primary references would have been 
obvious to one of ordinary skill in this art in the absence of unexpected results. The 
experimental modification of this prior art in order to ascertain optimum operating 
conditions (e.g., determine the location of the detection marks) fails to render applicants' 
claims patentable in the absence of unexpected results. 
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